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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 14 
January 2005 has been entered. 

Response to Amendment 

This Office action has been issued in response to amendment filed 14 January 
2005, and entered upon the filing of an RCE. Claims 19-23 are pending. Applicants' 
arguments have been carefully and respectfully considered, but even light of the instant 
amendments, are not persuasive. In addition, new grounds for rejection have been 
necessitated by the instant amendments. However, as this is the first action on the 
merits following an RCE, this action has NOT been made final. 

Claim Objections 

ClaimlQ is objected to because of the following informalities: the letters "s" and 
"a" appear next to each other - it appears to be a typographical error. Appropriate 
correction is required. 
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Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
nnaking and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 19-23 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the jnventor(s), at the time the application was filed, 
had possession of the claimed invention. 

With respect to independent claim 19, a first disk controller receiving from a host 
each write request for the data in the disks of a second disk controller does not appear 
to be in the disclosure as originally filed, (emphasis added). 

The first disk controller always sending the write request without regard to data 
stored in the cache memory of the first d/s/c controller does not appear to be in the 
disclosure as originally filed, (emphasis added). 

Applicants are required, in response to this Office action, to point out exactly and 
clearly where in the originally filed disclosure the italicized elements supra are 
disclosed, if they are, indeed, disclosed. 

Claims 20-23 depend upon claim 19 and are rejected for at least the reasons set 
forth supra with respect to same. 

The following is a quotation of the second paragraph of 35 U.S.C, 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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Claims 1-23 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Independent claim 19 recites that the first disk controller always sending the write 
request without regard to data stored in the cache memory of the first disk controller 
(emphasis added). Examiner is unable to determine the metes and bounds of "without 
regard" to the data stored in the cache of the fist memory controller. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 19-23 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Otterness et al (US Patent #6,460,122). 

With respect to independent claim 19, a storage system is disclosed in the title. 

A plurality of clusters is disclosed in figure 1 1 as Complex/Controller A and 
Complex/Controller B. with each being a cluster. Examiner notes that the figure shows 
both controllers to be labeled as "A." However, examiner interprets this as a 
typographical error in the patent, and interprets the second controller as "B." 
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A communication path which connects each of the clusters is disclosed in figure 
1 1 as "Communications Fibre Loop." 

A disk controller (in each cluster) is disclosed as Processor Complex A or B, 
respectively. 

A plurality of disk drives is disclosed in figure 1 1 as the disk drives shown 
connected to the disk fibre loop in each of the clusters. 

A disk interface in each of the disk controllers which connects to the disk drives 
of the cluster is shown in figure 11 as the "disk fibre loop." 

A cache memory is disclosed in figure 1 1 as DATA caches in the processor 
complexes. 

A control memory is inherent in light of the disclosure at column 23, lines 7-8, 
which discuss cache control firmware. Inherently, if there is cache control firmware, 
there must be a place to store it. That place to store it is interpreted by examiner to be 
a control memory. 

Examiner also notes that all of the above is disclosed in applicants' admitted prior 
art figure 17 of the instant disclosure, as well. 

"Updated data" is given its broadest reasonable interpretation by examiner to be 
data. During a write operation, any data written could be considered "updating data" as 
it is writing "newer" data to that area of memory. 

When a first disk controller of a first cluster receives from a host computer each 
write request (shown, as applicants point out in the instant remarks at page 1 1, as figure 
13), requesting to update (write) data stored in disk drives of a second disk controller of 
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a second cluster is shown in figure 13, #703, where the first controller checks all other 
controllers to check for data in it's cluster (for disk access reasons, as disclosed in #707 
of figure 13. The first disk controller checking whether the data is stored in the cache 
memory of the second disk controller, and if the data is not stored in the cache memory 
of the second disk controller, the first disk controller always sending the write request to 
the second disk controller via the communication path, "without regard to data stored I 
the cache memory of the first disk controller is disclosed in figure 13 as step #704, 
where the first controller checks other controllers to see of this data (the "data to be 
updated") is there. If it is not there, (i.e., "without regard" to that data) the process 
passes to #707 in figure 13, where it is determined that another controller has the data, 
and then to #705, where the data is demoted to the appropriate controller. 

Figure 13, steps #703, #704, #705, and #707 also anticipate, as discussed 
supra, that, in response to the write request from the first disk controller (#704) and 
when the data to be updated is not stored in the second disk controller's cache (#704 - 
line to #707), the second disk controller writes the data to the disk drives of it's cluster 
via the disk interface based on the write request (for disk access reasons in #707, 
process passes to #705, where data is demoted to appropriate controller. 

All of this process is also discussed from column 25, line 65 into column 26, line 
50. It is important to note that "demotion" is writing back data to what is, in fact, known 
in the art as a lower-level cache, such as the actual disk, as is discussed in column 4, 
lines 45-65, for example, but is referred to by Otterness et al as "higher" level caches, 
which, ordinarily, would be closer to the processor, not farther away. 



Application/Control Number: 09/785,477 Page 7 

Art Unit: 2187 

With respect to claim 20. the data is stored in the cache of the second disk 
controller, the second disk controller updates the data by writing the data into the 
second disk controller cache is disclosed in figure 13, #705. 

With respect to claim 21 . each control memory of the clusters storing a cache 
directory to identjfy the disk controller having a disk drive which stores the data in that 
cache memory is disclosed in figure 6, #514, which shows the mapping of cache lines of 
system drive sectors. Column 15, lines 40-43 discusses the hash table shown in figure 
6, and how it allows the cache control firmware (inherently stored in the control memory) 
to perform a quick look-up to determine if the data is already cached [or in the disk]. 

With respect to claim 22, the first disk controller receiving a completed report 
indicating completion of the writing of data from said second disk controller, and 
thereafter sending the completed report to the host computer is disclosed in figure 13, 
#706. 

With respect to claim 23, the second disk controller inhibiting access to the data 
until the first disk controller sends the completed report is shown in figure 13, as no 
activity is shown to happen from #705 (where the data movement is complete) to #706. 

Response to Arguments 

With respect to applicants' argument that the above described features of the 
present invention now more clearly recited in the claims are not taught or suggested by 
any of the references of record, particularly Otterness, examiner respectfully disagrees. 
To substabtiate applicants' argument, applicants point to figures 9-1 1 and column 6, 
lines 1 1-42 of Otterness. Examiner respectfully notes that these citations were not used 
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as the basis for rejection for the limitations of the claim at issue - figure 13 is applied. 
Accordingly, these arguments are irrelevant. 

Examiner maintains that the applied reference meets the claim limitations in so 
far as they are clear, and applicants appear to be arguing that because their claimed 
invention does not include some of the additional steps of Otterness, that is allowable 
for that reason. With all due respect, if that is, indeed, applicants' argument, this logic is 
backwards, so to speak. There is no caveat in 35 USC 102 that precludes prior art from 
disclosing additional steps. It must simply anticipate the steps of the claimed 
application, which Otterness does. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christian P. Chace whose telephone number is 
571.272.4190. The examiner can normally be reached on MAXI FLEX. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Donald Sparks can be reached on 571.272.4201. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Christian P. Chace 

Examiner 

Art Unit 2187 



